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" Theinvention in Decision T 19/90 was directed to a transgenic mouse having an activated oncogene
introduced into its genome, resulting in an increased propensity to develop cancer. The scientists at Harvard
University had earlier sought and received a patent for their «Onco-mouse» in the United States; however, the
Examining Division (the "Division") of the EPO rejected the application, interpreting the term «animal
variety» in Article 53 b) to exclude any patent on an animal. On appeal, the Technical Board (the Board)
reversed the Division’s decision and remanded the case. The Board ordered the Division to consider whether
the subject matter of the application constituted an «animal variety» within the meaning of Article 53 b), and
whether Article 53 a) bars patenting the invention. On the issue of «animal variety», the Board found that the
wording of Article 53 b) precludes an interpretation excluding animals as such. The Board concluded that the
legislators could not have intended for the terms, «animal varieties» and «animals», to mean the same thing
because the two terms were used in the same provision. In addressing the issue of ordre public or morality, the
Board articulated a balancing test involving «a careful weighing up of the suffering of animals and possible
risks to the environment on one hand, and the invention’s usefulness to mankind on the other». On remand, the
Division determined that «rodents» and «mammals» constitute a taxonomic classification unit much higher
than species, and an «animal variety» is a sub-unit of a species. Thus, the subject matter of the claimsis not
within the scope of the «animal varieties» set forth in Article 53 b). Applying the balancing test advanced by
the Board, the Division concluded that the invention’s useful ness to mankind outweighed animal suffering and
risks to the environments. J. Chambers, op. cit.

' Based on these interpretations and conclusions, the Board held that while the claimed plant cells did not fall
under the definition of a «plant variety», the descendant plants grown from the plant cells were not patent
eligible because they were not produced by a microbiological process. The Board eviscerated much of the
invention’s value. The Board's reasoning rested on the conclusion that the production involved a multi-step
process that included not only the initial microbiological step of DNA transformation, but also the later steps of
regenerating the plants from the transformed plant cells and of reproducing them. Because a plant or animal
variety isonly patent eligible if it is produced by a «microbiological process», the interpretation by the Board
essentially enunciates that a multi-step process by which transgenic animals and plants are produced is no
longer patent eligible as a «microbiological process». Chalmers, op. cit.

20 See J. Sandor, Genetic Information: Science, Society and Legal Normsin J. Sandor (ed.), Society and
Genetic Information, Codes and Laws in the Genetic Era, CEU Press, 2003, p. 45.

2! Richard Ford, The Morality of Biotech Patents: Differing Legal Obligationsin Europe, European
Intellectual Property Review, vol. 6 (1997), p. 315.

22 Chambers, op. cit.

3 In 1980 the United States Supreme Court issued an opinion unequivocally heralded as the landmark casein
biotechnology-related patent law. In Diamond v. Chakrabarty, the Court held that an oil-digesting
microorganism produced by genetic engineering was not excluded from the patent protection set forth in

35 U.S.C. 101. According to the Court, the test for patent-eligible subject matter in biotechnology is whether
the living matter is the result of human intervention, not whether an invention embraces living matter. See
Chamers, op. cit.
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24 In the 1987 case Ex parte Allen, the Board of Patent Appeals and Interferences had to resolve the issue
involving patent eligibility of living organisms. In Allen, the Board held that a polyploid oyster was a non-
naturally occurring manufacture or composition of matter and a proper subject of a patent under 35 U.S.C. 101

if al the criteriafor patentability were satisfied. The Board relied primarily upon Chakrabarty, placing little
emphasis on any potential ethical and social policies potentially underlying animal patents.

25 |bid.

%% |n Eldred v. Ashcroft, the Supreme Court found that Congress’s extension of the copyright term by 20 years
did not violate the constitutional restriction of those terms to «limited periods of time». See Safrin, op. cit.

27 Chambers, op. cit.

2% Sandrine Maljean-Dubois, Le Protocole de Carthagéne sur la biosécurité et le commerce international des
organismes génétiquement modifiés, L'Observateur des Nations Unies, vol. 11 (2001) automne-hiver, p.p. 41-66.

¥ Biological Diversity Act, 2002. See S. Safran, op. cit.

* Philippines Department of Environment and Natural Resources.
! Safran, op. cit.

* | bid.

¥ Helfer, op. cit.



